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Tom ta t : 
Chuyen giao ngugc la mot dieu khoan dugc ghi nhan trong hgp 
d6ng chuyen giao quyen so hUu tri tue. Theo do, ben chuyen giao 
se yeu cau ben nhan chuyen giao phai chuyen giao toan bg cac cai 
tien (neu co) cua cong nghe ban dau lai cho minh. Theo quy dinh 
ciia phap luat so hiJu tri tue thi day la rapt trong nhirng rang buOc 
cho viec chuyen giao cong nghe ma ben chuyen quyen dugc phep 
ghi nhan, tru khi do la yeu cau mien phi. Tuy nhien, dudi goc dp 
cua phdp luat canh tranh thi dieu khoan chuyen giao ngugc co the 
bi xem la vi pham phap luat canh tranh va bi cam khi thoa man mpt 
so dieu kien nhat dinh, bat chap yeu c§u chuyen giao do la mien 
phi hay co tra phi. 

Abstract 

A grantback is a provision recognized in the contract for transfer 
of intellectual property rights. That is the patentee (licensor) shall 
require the potential licensee to agree to grant back to the patentee 
rights to improvement patents developed by the licensee related to 
the original patents. Under the provisions of intellectual property law, 
this is one of the constraints for technology transfer that the licensor 
is allowed to acknowledge, unless it is a request with charge free. 
However, from the perspective of competition laws, the grantback 
provision may be considered to violate the competition law and is 
prohibited when certain conditions are satisfied, regardless of the 
transfer request with charge or charge free. 

1. Dat van de 
Chuyen giao nguge (grantback) la mot 

didu khoan, theo dd ben chuydn giao cd quydn 
ydu cau bdn nhan chuyen giao phai chuydn 

lai tat ca cae cai tien edng nghd hoae cac img 
dung lien quan dugc ben nhan chuyen giao 
phat tridn tir edng nghd duge ehuyen giao 
trong sudt thdi han chuydn giao'. 

U.S Department Of Justice And The Federal Trade Commission (2007), Antitrust enforcement and intellectual property 
rights: Promoting Innovation and competition, tr. 91. 
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Tren thirc td, cd khdng it trudng hgp 
cac phat minh, sang chd duge i)hat tridn, sang 
tao dua tren cac sang chd §dc nham hoan 
thidn hoac phat trien sang che gdc. Duoi gdc 
do phap luat sd hiiu tri tue (SHTT), hanh vi 
chuydn giao ngugc cd thd giup eae ben eung 
nhau hoan thien eac phat minh, day chuyen 
ky thuat nham khai thae hieu qua lgi ich 
canh tranh tir vide nam giu cac phat minh, 
sang chi. Bdi le: 

Ndu khdng ghi nhan didu khoan 
chuydn giao nguge trong hgp ddng ehuyen 
quyen SHTT thi se dan den thuc ttang bdn 
nhan chuyen giao se dugc bao hd ddi vdi cac 
cai tien tir phat minh, sang chi gdc, tir do 
cd thd thu lgi tir phat minh, sang ehl do ma 
khdng phai bd nhidu vdn eho hoat ddng dau 
tu, nghien ciru; n^gc lai, ben sd hiiu phat 
minh, sang che gdc se bi mat hdt quydn lgi 
du van la ngudi nam van bang bao hd gde do 
tinh lae hau cua phat minh, sang chd do. Do 
v^y, vide ghi nhan dieu khoan chuyin giao 
ngugc ttong hgp ddng chuyin giao guydn 
SHTT la hgp ly, nham dam bao quydn lgi 
cho chil sd hiiu eung nhu la ddng luc thiic 
day hg chuyen ^iao, cdng khai cac phat 
minh, sang ehe dd cdng ddng, xa hgi dugc 
thu hudng. 

- Vide ghi nhan didu khoan chuyen 
giao ngugc la tidn dd nhSm nang cao gia tri 
vd mat kinh td, cung nhu cdng nghd ciia cac 
phat mmh, sang che. Bdi vi, vdi cac rang 
bude ve vide chuyen giao ngugc, eac eai tiln 
se giiip cho cae cdng nghe ngay cang hoan 
thien, giiip nang cao gia tti ciia cac sang chd, 
cdng nghe dd .̂ 

Luat SHTT cdng nhan va bao hd 
quydn SHTT eita cac to chiic, ca nhan ciing 
nhu khuyin khich, thiic day hoat ddng sang 
tao, khai thae tai san tti tud nham gdp phan 

phat trien kinh te - xa hgi, nang cao ddi sdng 
vat chat va tmh thaii cua nhan dan^ Cho ndn, 
vide cd ghi nhan dieu khoan vl chuyin giao 
ngugc hay khdng ttong hoat ddng chuyin 
giao quyen SHTT la quydn ciia cae ben 
ttong hgp ddng, tru khi viec ghi n h ^ dilu 
khoan ve ehuyen giao ngugc lihu la mOt 
nghTa vu mac nhien ciia bdn nhan chuydn 
giao (chuydn giao mien phi)''. 

Tuy nhidn, ciing ed quan didm cho 
rang, hanh vi yeu eau chuydn giao ngugc sS 
ttidt tidu dgng luc nghidn ciru, ddi mdi ddi 
vdi cac phat minh, sang che bdi le bdn nhdn 
chuyen giao se khong nhan dugc bat ky mdt 
lgi ieh nao tir sir eai tidn cua minh ddi vdi 
eac phat mmh, sang chd ma mmh da nhan 
ehuyen giao^ Didu dd se tae dgng tidu cue 
den mdi trudng canh tranh lanh manh, do 
cung chinh la ly do khong nen loai bd dieu 
khoan chuyen giao ngugc ra khdi su xem xet 
ciia phap luat canh tranh mac dii vd nguydn 
tac, Luat Canh tranh se khdng dilu chmh ddi 
vdi hoat dgng thuc thi quyen SHTT thdng 
qua vide chuydn giao quyin SHTT, trii 
trudng hgp nd vi pham phap luat canh ttanh. 

Do vay, theo quy djnh ciia phap luat 
canh ttanh thi dieu khoan chuyin giao ngugc 
eho du khdng phai ia midn phi nhung van co 
the bi xem la vi pham phap luat ttong mot sd 
trudng hgp khi thda man cac tidu ehi, didu 
kidn nhat dinh. 

2. Kinh nghiem qu6c t l vl dilu chinh cua 
phap lu|t canh tranh dii vdi dilu khodn 
chuydn giao ngirac 

Dudi goc do phap luat SHTT, nhim 
bao ve quydn va. lgi ieh chinh dang cua chii 
sd hiiu quyin SHTT, tao dgng luc thiic day 
vide nghidn ciru, sang tao eiing nhu bao dam 
tinh thdng nhat va bi mat ciia cdng nghd, 
phap luat da thira nhan eho chu sd hiiu 

20 

Patent Licensing Agreements, University of Chicago Richard L. Schmalbeck, The Vahdity of Grant-Back Clauses ii 
Law Review 733-748, p. 3 
Di6u 8 Luat SHTT. 
Xem them Khoan 2 DiSu 144 Luat SHTT. 

U.S Department Of Justice And The Federal Trade Commission (2007), Antitrust enforcement and mtellectual property 
rights: Promoting umovation and competition, p. 93. 
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quydn tu do khai thae, sir dung ciing nhu 
dinh doat quydn SHTT thdng qua pham vi, 
thdi han bao hd cung nhiing ngoai Id ddi vdi 
ddi tugng SHTT. Tuy nhidn, dilu do khdng 
mac nhien tao nen vi the doe quydn cho chu 
sd hiru ciing nhu chap nhan mgi hanh vi cua 
chil the nham loai bd su lam diing cua hg cd 
tac ddng tieu cue den mdi trudng canh tranh 
va quydn lgi nguai tieu dung. Do vay, phap 
luat canh tranh dugc sir dung bd sung nhSm 
dam bao quydn ddc quydn ma phap luat ve 
SHTT ttao cho chu the quyen SHTT khdng 
bi lam dung bdi eae hanh vi han che canh 
ttanh, gdp phan tao nen hidu qua dilu chinh 
cua he thdng phap luat qudc gia. 

Vi vay, gidng nhu cac dilu khoan 
khae duge ghi nhan trong hgp dong chuyen 
giao quydn SHTT, bdn chuydn giao eiing se 
dugc quydn yeu cau ben rihan chuyen giao 
chuyen giao lai tat ea cae eai tien lien quan 
den cdng nghe thude quydn sd hiru ciia minh 
trir trudng hgp ydu cau do vi pham phap luat 
canh ttanh. Hay ndi each khac, hidu luc va 
tac dgng ciia didu khoan chuyen giao nguge 
ttong hgp ddng chuyen quydn SHTT can 
dugc xem xet va danh gia can trgng trong 
mdi tuong quan giiia dde quyen hgp phap 
eiia quyen SHTT va tac ddng tidu cue ddi 
vdi mdi trudng canh tranh lanh maiih khi 
thuc thi quydn dd ciia chii the. 

Trong he thdng phap luat Hoa Ky, 
dieu khoan ehuyen giao ngugc khdng phai 
la van dd mdi trong boat dgng chuyen giao 
edng nghd. Tuy nhidn phai den nam 1947, 
thdng qua phan quydt ddi vdi vu vide cua 
cdng ty Transwrap, Tda an Tdi eao mdi dat 
ra cae quy tae ehung ciing nhu cae hudng 

d^n cu the nham xac dinh hieu lue ciia dieu 
khoan chuyen giao nguge^. 

Cdng ty Transwrap dugc cap bang 
sang che ddi vdi he thdng bgc va ddng gdi 
giay kidng tu ddng ddi vdi banh keo, eae loai 
hat va nhimg loai hang hda tuong tu khac'. 
Sau dd, Cdng ty Transwrap da chuyen giao 
doe quyen ddi vdi sang ehe nay d khu vuc 
Bic My eho Cdng ty Stokes & Smith Co. 
Trong hgp dong chuydn giao edng nghd cd 
ghi nhan didu khoan: phia Cdng ty Stokes & 
Smith cd nghia vu chuydn giao lai tat ea eac 
cai tien ddi vdi sang ehe nay. 

Sau dd, phia cdng ty Stokes & Smith 
da cd nhiing eai tidn ddi vdi sang che nay 
nhung tir choi chuydn giao lai cho phia 
Transwrap. Khdng thd thuang lugng, hda 
giai dugc vdi nhau, Cdng ty Transwrap da 
khdi kidn Cdng ty Stokes & Smith do vi 
pham nghia vu da duge thda thuan trong 
hgp ddng. Tuy nhidn, phia Cdng ty Stokes 
& Smith cho rang didu khoan ndu tren la yeu 
eau vd ly khdng the thue hidn tren thuc td^ 

Tham phan giai quydt vu vide ttdn. 
Judge Hand, eho rang dieu khoan bat budc 
chuydn giao ndu tren mac nhien la bat hgp 
phap nen se khdng ed gia tri rang huge trach 
nhidm ciia cac bdn .̂ 

Theo dd, didu khoan nay duge xem 
nhu la hanh vi ehuyen giao cd rang budc'", 
va nd da vi pham chinh saeh cdng ciia Lidn 
bang duge thira nhan trong Hien phap va 
Luat Sang chd "bdi kha nang ben dugc cap 
bang sang chd se cd dugc sir ddc quyen hgp 
phap thdng qua vide nam giii tat ea cac yeu 
td eiia sang ehe ban dau"". 

Sol M. Linowitz- George W, F, Simmons, Antitrust Aspects of Grant Back Clauses in License Agreements, Cornell Law 
Review Volume 43 Issue 2Wmter 1958 p. 6. 
Transparent-Wrap Mach. Corp. v. Stokes & Smith Co 
Richard L. Schmalbeck, The Validity of Grant-Back Clauses in Patent Licensing Agreements, University of Chicago 
Law Review 733-748 p. 4, 
Nguyen van tdc gia sir dung la: "to be per se unlawful and unenforceable." 
Chuyen giao c6 rang buoc la thoa thuan yeu cau ben nhan chuyen giao phai dap iing mpt so dieu kiSn nhat djnh dl duoc 
nhan chuyen giao. 
Richard L. Schmalbeck, The Validity of Grant-Back Clauses in Patent Licensing Agreements, University of Chicago 
Law Review 733-748, p. 5. 
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Tham phan cung cho ring, gidng nhu 
muc dich ciia vide chuyen giao eo rang huge, 
muc dich eua ydu cau ehuyen giao ngugc la 
mo rdng vi tri doe quydn ttdn thi trudng. Bdi 
le, ngay khi hit thdi han bao hg doi voi sang 
chi gdc thi ehii sd hiiu se tiep tue keo dai thdi 
han ddc quyen eua nd mdt each hgp phap bdi 
vide nam giii tit ca cac cai tidn lidn quan ddn 
sang chi dd, dii ttdn thuc te cdng lao khdng 
thugc vl hg, va dilu do la bdt hgp phap. 

Tuy nhidn, Tda an Tdi cao khdng ddng 
y vdi quan didm tren vi cho rang, eae lap luan 
ma tham phan Judge Hand dua ra chua xem 
xet hdt cac khia canh ciia thda thuan chuyen 
giao ngugc, ciing nhu chua danh gia thau 
dao lgi ich cua ben chuyen giao trong mdi 
tuang quan eua ddc quydn SHTT. Dong thdi 
khing dinh, dilu khoan chuyen giao nguge 
dugc dua ra bdi Transwrap trong trudng hgp 
tren khdng bi xem la vi pham luat chdng doc 
quyen. Hanh vi chuydn giao cd rang huge 
chi bi xem la vi pham phap luSt ndu hau 
qua eiia nd dan ddn su doe quydn, han chd 
hoat dgng thuang mai va cdng bang'̂ . Do 
vay, se la bat hgp ly khi cho rang, nghia vu 
ehuyen giao ngugc la hanh vi mac nhidn bi 
cam vi nd vi pham chinh saeh cua Lien bang 
eiing nhu Luat Sang chd. Thay vao dd, phap 
luat ehi ngan cam ndu ydu can ehuyen giao 
ngugc la ket qua cua vide sir dung mot doc 
quydn hgp phap (dde quyen dugc ghi nhJin 
bdi bang bao hd sang chd) dd cd dugc mdt 
vi tti ddc quyen khac (ddi vdi cac cai tidn 
ma minh khdng dugc bao hg). Hay ndi each 
khae, ydu cau chuydn giao ngugc se hi xem 
la vi pham phap luat khi dd la kit qua cua 

hanh vi lam dung vi tri doc quyen'̂ . 

Dong thdi, sau khi xem xet cae khia 
canh khac cd lidn quan, Tda an Tdi cao da ra 
phan quyet rang, yen eau ehuyen giao ngugc 
eiia cdng ty Transwrap khong vi pham phap 
luat vl chdng doc quyen, bdi le: 

- Cdng ty Transwrap khdng cd vi tti 
thdng ITnh (ddc quyen); 

- Hanh vi nay eiia Transwrap khdng 
ed tac dgng tieu cue ddn mdi trudng thuang 
mai; 

- Phan cai tidn khdng the su d\mg tach 
rdi vdi sang che eiia Transwrap; 

Bdn canh do, ttong phan quyet ndu 
tten ciing da khang dinh dieu khoan chuyen 
giao nguge ehi hi xem la vi pham Dieu 1,2 
Dao luat Sherman khi ben chuydn giao lam 
dung vi tri ddc quydn ma minh ed duge tir 
vide sd hiru sang ehe dd yeu eau bdn nhin 
chuydn giao phai chuydn giao ngugc lai cac 
cai tidn lidn quan den sang chd. 

Lap luan nay, sau dd da dugc Tda 
an ap dung trong vu vide Kobe, Inc. v. 
Dempsey Pump Co. Theo dd, bdn bi dan da 
bi cao budc lam dung siic manh thi trudng 
cua minh de yeu eau cac bdn nhan chuyen 
giao phai chuydn giao lai tat ea cae cai tidn 
lien quan ddn may bam dau nham tao dung 
vi thd dde quydn trong ITnh vuc edng nghe 
bom dSu. Sau dd, thdng qua vide xem xet va 
danh gia can ttgng cae yeu td cd lien quan, 
Tda an da chi ra rang ydu cau ehuyin giao 
ngugc ciia ben chuydn giao da vi pham Dao 
lu^t Sherman vi "lam dung vi tri thdng Imh 
ap dat cac dieu kien giao kit hgp ddng gay 

12 Lien quan den chuySn giao co rang bu^c xin xem them: Biii Thi Hang Nga, Rang bu<ic ban kem dircri goc nhin ciia phSp 
luat canh tranh. Tap chi Nghien ciiu Lap phap so 18 (36) k;y 2 thang 9/2017, tr. 31. 

1J Rechard L. Schmalbeck, The Validity of Grant-Back Clauses in Patent Licensmg Agreements, University of Chicago 
Law Review 733-748, p. 6. 
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Quan diem ttdn mdt lan nira dugc 
khang dinh ttong vu viec United States 
V. General Electric Co.: Cdng ty General 
Electric (GE) sd hiiu mdt sd sang che ddi 
vdi den didn sir dung sgi vonfram, chidm 
69% thi phan san xuat va tidu thu bdng den 
sgi ddt, da chuydn giao cdng nghd san xuat 
bdng den sgi dot cho cdng ty Westinghouse 
(nam giii 16% thi phan). Trong hgp ddng 
ehuyen giao ngoai eac dieu khoan lidn quan 
ddn quydn an dinh gia, phan chia ciia hang 
phan phdi thi hgp ddng cd chira dung yeu eau 
ehuyen giao ngugc lai cac cai tidn Hdn quan 
den cdng nghd khdng loai trir kidu dang ciia 
san pham. Trong vu vide ttdn, Tda an cung 
da chi ra rSng cdng ty GE da va dang ed gang 
ddc chidm tat ca cac sang che lien quan den 
cdng nghd san xuat den sgi ddt nham muc 
dich loai trir tat ea cac chii thd khac tham 
gia vao thi trudng bang each dat ra nghTa vu 
chuyen giao ngugc nham cd dugc cac cai 
tien ky thuat cua ben nhan ehuyen giao mdt 
each raien phi hoae ed tra phi. 

Thdm vao do, Cdng ty Westinghouse 
dugc xem la ddi thii canh ttanh ciia GE trdn 
thi trudng bdng den sgi dot. Do do, ydu 
cau chuyen giao toan bd eai tien edng nghd 
khdng loai trir ca kidu dang san pham la mdt 
yeu cau vd ly nham loai bd kha nang eanh 
ttanh cua Westinghouse ddi vdi minh. Vay 
ndn, hanh vi nay ciia GE bi xem la hanh vi 
vi pham Dao luat Sherman. 

Ndi tdm lai, theo quy dinh ciia phap 
luat Hoa Ky, yeu cau chuydn giao ngugc 
trong hgp ddng chuydn giao edng nghd ed 

bi xem la vi pham phap luat hay khdng phai 
dugc xem xet, danh gia mdt each chi tiet, 
can trgng ttong mdi tuong quan giiia ddc 
quydn SHTT va tac ddng ciia nd ddi vdi mdi 
trudng canh tranh. Do dd, dudi gdc do eua 
phap luat canh ttanh, dieu khoan chuydn 
giao nguge se khdng mac nhidn vi pham 
theo nguyen tac Per Se ma phai dugc xem 
xet theo nguydn tae can bang hgp ly (Rule 
of reason) dya tten cac tieu chi: 

(1) Sire manh thi trudng ciia bdn 
chuydn giao; 

(2) Mdi tuong quan giiia ben ehuydn 
giao va ben nhan chuydn giao (hai ben ed 
phai la ddi thu canh ttanh trong ITnh vue 
cdng nghe duge ehuyen giao hay khdng); 

(3) Yeu eau ehuydn giao dd ed phai la 
chuyen giao dde quydn khdng; 

(4) Quyin ciia ben nhan chuyen giao 
ddi vdi eac eai tien cua minh (quyen khai 
thae true tiep hoae chuydn giao cho chu the 
thii 3); 

(5) Moi lidn quan giGa phan eai tidn 
ddi vdi edng nghd gdc (tach rdi hay khong 
the tach rdi); 

(6) Thdi han thuc hien nghTa vu 
chuyen giao; 

(7) Tac ddng cua dieu khoan chuyen 
giao nguge ddi vdi boat ddng nghidn ciru, 
sang tao'^. 

Tai Chau Au, lien quan den didu khoan 
chuydn giao nguge, Quy chd chuyen giao 
cdng nghd eiia EU nam 2004 -TTBER'̂  (sira 
ddi nam 2014) quy dinh: NghTa vu chuydn 
giao ngugc hoac ydu cau chuyen giao ddc 

14 Richard L. Schmalbeck, The Validity of Grant-Back Clauses m Patent Licensmg Agreements, University of Chicago 
Law Review 733-748, p. 8. 

15 William D. Coston (2013), The Patent-Antitrust Interface: Are There Any No-No's Today?, p. 4. 
16 Thong tin dirge dang tai tai trang http://europa.eu/rapid/press-release_IP-14-299_ en htm truy cap ngay 24/8/2018 
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quyin nhiing cai tidn ky thuat cho bdn 
chuyin giao la hanh vi khdng duge midn tru 
theo quy dinh midn tni chung. Bdi le, dilu 
khoan nay se ngan can ben nhan chuyen 
giao (ddng thdi la ehii sd hiru eiia nhiing cai 
tiln ky thuat quydn khai thae va hudng lgi tir 
thanh qua ciia minh bang each iing dung cac 
cai tidn dd vao san xuat hoac chuyen giao 
cho ben thir 3)̂ "̂ . Quy dinh nay khdng phu 
thudc vao vide ydu eau ehuydn giao ngugc 
dd la midn phi hay cd tra phi. 

Tuy nhien, theo quy dinh ciia Didu 101 
Hiep ude vd hoat dgng ciia Lidn minh chau 
Au (TFEU) thi viec ghi nhan didu khoan 
ehuyen giao nguge duge xem xet nhu vide ap 
dat dieu kien giao ket hgp ddng va nen dugc 
danh gia cu thd cho timg vu vide trdn nguydn 
tac can bang hgp ly giua tac ddng den mdi 
trudng canh ttanh va thiic day phat ttien ky 
thuat, bao vd lgi ich ciia cac bdn. Bdi le, bat 
bude chuydn giao ttong mdt sd trudng hgp 
lai la yeu cau can thidt dd ngan can vide tidt 
Id eho cac bdn thir ba bi quylt dugc ehuyin 
giao'̂  nham bao vd quyen lgi chinh dang ciia 
ehu sd hiru sang ehe. Ndi each khac, theo 
quy dinh eua Dieu 101 TFEU thi dilu khoan 
chuydn giao ngugc ciing dugc danh gia theo 
nguydn tac can bang hgp ly. Theo dd, ydu td 
dd xem xet didu khoan ehuydn giao ngugc 
cd vi pham hay khdng can phai dugc danh 
gia theo cac tieu chi sau: 

(1) Yeu cau chuydn giao ngugc la ydu 
eau ehuyen giao ddc quyin 

Muc dich eiia ehuydn giao ddc quydn 
la ngan can chu thd thu ba cd kha nang 
tidp can edng nghd. Thong qua dilu dd bdn 

chuydn giao (chu sd hiru cdng nghd gdc) se 
keo dai thdi gian ddc quyin eita minh ngay 
ca khi het thdi han bao hd. Ndi each khac, 
ndu cho phep didu khoan chuydn giao ngugc 
dde quydn se giiip bdn chuydn giao cd vi thd 
ddc quyen mdt each hgp phap. 

(2) Nhiing cai tidn budc chuyen giao la 
nhiing cai tien ddc lap so vdi cdng nghe gdc. 

Tinh ddc lap thd hidn d chd, phan eai 
tidn cd the dua xem nhu mdt sang kien cdng 
nghd mdi, cd kha nang khai thae sii dung 
khdng can dua vao, gan lidn vdi cdng nghd 
gdc. Do dd, trong trudng hgp ben ehuydn 
giao ehiing minh dugc rang nhirng eai tiln 
ky thuat do la nhiing cai tien khdng thd tach 
rdi (tlie la nhung cai tidn do khdng cd kha 
nang six dung, khai thae ndu khdng gan lidn 
vdi cdng nghd gdc bang su cho phep cua bdn 
chuydn giao) thi ydu cau chuydn giao ngugc 
trong trudng hgp nay lai la hgp ly va dugc 
chap nhan nham ngan chan viec tidt Ig bi 
quydt ky thuat cho bdn thii 3. 

(3) Vi tri thi trudng cua bdn ydu cau 
chuydn giao ngugc 

Bdi le, vi tri thi trudng cang manh thi 
kha nang tac ddng ddn mdi trudng eanh tranh 
cang Idn. Ben canh dd, neu vi thd thi trudng 
ciia ben ehuyen giao eang cao thi nd se ttd 
thanh chii thd canh tranh ttong boat ddng 
nghien ciru, ddi mdi trong tuong lai ddi vdi 
bdn nhan chuyen giao. Ndi each khac, ttong 
trudng hgp nay thi cdng nghe dd se bi kilm 
soat bdi mot sd it cac ehu thd vdi cac bang 
bao hg dde quydn (phan cai tiln mdi ttong 
trudng hgp nay se khdng dugc cap van bang 

17 Dieu 5(1) quy che TTBER dvgc dang tai tai dia chi: https://eur-lex.europa.eii/legal-content/EN/ 
TXT/?un-CELEX%3A52Q14XC032S%2Sni%?.q truy cap ng^y 24/8/2018. 

18 Ths. Nguyin Thanh Tam, Moi so kinh nghiem v'e chuyin giao quygn scr huu cong nghifp nhin tir g6c d? so sanh qua 
phip luat EU, Tap chi Khoa hoc Phdp ly s5 6/2004 

24 CUU 
LAP PHAP- S64{380)T2/2019 

https://eur-lex.europa.eii/legal-content/EN/


i\nf\ nu\jK, vn. rntw L U / \ I 

bao hd vi da dugc chuydn giao lai cho ben 
chuydn giao). Dilu nay se tae dgng tidu cue 
ddn mdi trudng eanh ttanh ciing nhu lgi ich 
ciia khach hang'^. 

Khdng chi trong he thdng phap luat 
Hoa Ky va Lien minh chau Au, ma he thdng 
phap luat eiia cac qudc gia khac nhu Canada, 
Ue, Phap, Trung Qude eung yeu eau chuydn 
giao nguge ttong hgp ddng chuyen giao 
quydn SHTT phai dugc xem xet ttong mdi 
tuong quan giiia quyen hgp phap eua chu sd 
hiiu vdi tac ddng tidu cue ddn mdi trudng 
canh ttanh^". 

Tai Trung Qudc, theo hudng din 
ciia Uy ban Cai each va phat tridn qudc 
gia (NDRC- the National Development and 
Reform Commission), ngay ca khi ngudi 
cap phep khdng cd vi tti thdng ITnh thi 
trudng, cac didu khoan cap lai ddc quyen 
dugc ky kdt giiia cae nha khai thae khdng 
cd mdi quan he eanh ttanh van ed the neu 
len mdi lo ngai vd vide loai bd hoac han chd 
eanh tranh phu hgp vdi Dieu 14 cua Luat 
Chdng ddc quydn ciia nude Cgng hda Nhan 
dan Trung Hoa (the Anti-monopoly Law of 
the People's Repubhc of China - AML) '̂. 

Lap luan nay duge khang dinh trong 
trudng hgp cua Qualcomm - mdt cdng ty cd 
vi tri thdng ITnh trong ITnh vuc cdng nghe 
truydn thdng khdng day, NDRC nhan manh 
rang didu khoan chuydn giao ngugc trong 
hgp ddng chuyen giao cdng nghe dii khdng 

mac nhidn vi pham theo nguyen tac Per se. 
Tuy nhidn, ydu cau nay ciia Qualcomm lai vi 
pham phap luat bdi 2 ly do: 

(1) Phan ydu cau chuyen giao ngugc 
khdng phai la mdt phan bat huge ttong 
bang sang chd ky thuat tidu chuan ciia 
Qualcomm -̂̂ . Hay ndi each khac, nhiing 
phan cai tidn nay ddc lap, khdng phai khdng 
thd tach rdi vdi cdng nghd da chuyin giao. 

(2) Hoat ddng chuydn giao ngugc lai 
phai dugc thue hien mien phi 

Mae dii phia Qualcomm lap luan rang 
cac ydu cau cap lai dugc thidt kd dd bao vd 
lgi ich kinh doanh eua minh va bao ve khach 
hang cua minh khdi cac hanh vi vi pham 
bang sang chd. Tuy nhien, NDRC da tir ehdi 
lap luan do ddng thdi khang dinh dd khdng 
phai la cai cd dd Qualcomm tir ehdi gia tri 
ciia nhiing thanh tiru sang tao ma ben nhan 
cap phep da tao ra cung nhu vai trd, gia tri 
cua phan cai tien ddi vdi cac phat minh, sang 
chd goc. 

Ben canh do, NDRC cho rang yeu cau 
ehuyen giao ngugc mien phi cae cai tidn ky 
thuat cung nhu cac iing dung lien quan ddn 
sang chd se han ehe ddng luc cho su ddi 
mdi cdng nghe, can trd viec ddi mdi va phat 
tridn cdng nghd giao tiep khdng day, cung 
nhu loai bd hoac ban ehd canh ttanh ttdn thi 
trudng cdng nghe truyen thdng khdng day. 
Do dd, ydu cau nay ciia Qualcomm da vi 
pham Dilu 17 (1) ciia AML". 

19 Official Journal of the European Union (2014), Guidelines on the application of Article 101 of the Treaty on the 
Functioning of the European Union to technology transfer agreements, p, 33. 

20 OECD (2004), Policy roundtables Intellecmal Property Rights, p. 186. 
21 Susan Ning, Ting Gong & Yuanshan Lii, Risks of Grant-back Provisions in Licensing Agreements: A Warning to 

Patent-heavy Companies,CPl Antitmst Chronicle -February 2016 
22 Bang sang chS thiet yeu hoac b3ng s^ng che thiet yeu tieu chuan (standard-essential patents - SEPs) la bang sang che 

yeu cSu sang ch^ phai dupc sir dung de tuan thu mot tieu chuan ky thuat. 
23 Thong tin duoc dSng tai tai dia chi website- https://www.chinalawinsight com/2015/Q3/articles/cQrporate/antitrust-com-

petition/ndrcs-qualconim-decision%EF%BC%9Aa-waming-tQ-patent-heavY-companies/ truy cap ngay 27/7/2018. 
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3. Mot s6 kiln nghi lien quan trong phap 
lu?t canh tranh d Viet Nam 

Trong he thdng phap luat Viet Nam, 
vdi muc dieh bao hd eho chii sd hiiu quyen 
SHTT nen Luat SHTT 2005 xem vide chuyin 
giao ngugc la dilu tkt ydu nham dam bao 
quyin lgi cua chii sd hiru phat minh, sang 
ehl goc. Viec yeu cau chuyen giao nguge cd 
thd dugc thue hidn vdi pham vi rdng hoac 
hep tuy vao muc dich va y chi eiia eae bdn̂ '̂ . 
Do do, vide ghi nhan dilu khoan chuyin 
giao ngugc trong hgp ddng chuyen giao 
quydn sii dung quydn SHTT la quyen duong 
nhidn cua bdn chuydn giao nham dam bao 
doc quydn khai thae cho chii sd huu sang 
ehl ciing nhu tinh ddng bd eiia cdng nghd, 
tni' trudng hgp yeu eau chuyen giao dd phai 
dugc thue hidn mien phi hoac la can cii dd 
ngan can ben nhan chuyen giao dang ky bao 
hg ddi vdi eac cai tidn da duge minh thuc 
hien ttong thdi han ehuydn giao: 

Theo quy dinh cua khoan 2 Didu 
144 Luat SHTT, "...budc bdn dugc ehuydn 
quyin phai chuyen giao midn phi cho ben 
chuydn quydn cac cai tien ddi tugng sd hiru 
cong nghiep do bdn dugc chuyen quyen tao 
ra hoac quyen dang ky sd hiiu cdng nghidp, 
quyin sd hiiu cdng nghiep ddi vdi eac cai 
tidn do", thi ydu cau chuyen giao nguge se 
dugc xera la hgp phap ndu dd la ehuyen 
giao CO tra phi bat chap hau qua han chd 
canh tranh ciia nd. Trong khi dd, vide tdn 

tai didu khoan nay, dac bidt la trong trudng 
hgp ydu eau chuydn giao la yeu cau ddc 
quydn, se ttd thanh tiln dd giiip ben chuyen 
giao gia tang lgi the canh tranh ciia minh va 
ciing nhu cd dugc quyen luc thi trudng mpt 
each bat hgp ly. Dieu do se tac ddng tieu 
euc ddn mdi trudng canh tranh, tham chi gay 
han ehl canh tranh. Bdi le, tat ca cac cdng 
siic, quyin lgi ed duge tu vide cai tien edng 
nghe ciia tat ea cae ben nhan ehuydn giao se 
duong nhidn thudc vd bdn sd hiiu sang ehl 
ban diu (bdn chuydn giao) khdng chi trong 
khoang thdi gian van bang bao hd ciia sang 
chi ban dku ed hieu luc ma cdn keo dai suot 
thdi gian sau dd. 

Luat Canh tranh 2004 eung nhu Luat 
Canh tranh 2018-̂  khdng dl cap true tilp 
ddn ydu clu chuydn giao ngugc ttong hgp 
ddng chuydn giao quydn SHTT Tuy vay, 
xet vl ban chit thi didu khoan chuyen giao 
ngugc trong hgp ddng chuydn giao quyen 
SHTTed thi xem nhu la hanh vi ap dat dilu 
kidn cho doanh nghiep khae trong ky ket 
hgp ddng mua, ban hang hda, dieh vu hoac 
ydu cau doanh nghiep khae, khach hang 
chap nhan cae nghTa vu khdng lidn quan true 
tidp den ddi tugng cua hgp ddng...^^. Va se 
bi cam ndu bdn chuyen giao cd siic manh 
thi trudng dang ke hoac cd thi phan tir 30% 
trd len trdn thi trudng lien quan. Trong khi 
dd, Dilu 26 Luat Canh tranh 2018 cung da 
xac dinh quyen sd hiiu, quydn su dung doi 

24 Pham vi rpng la viec yeu cau ben nhan chuyen giao phai chuySn giao lai tit ca cac cai tiSn co lien quan dSn phat minli, 
sang che ban dau. Pham vi hep la chi phai chuyen giao nhung phat minh, cai tien lien quan trirc tiep din phat minh, sang 
che goc. 

25 Luat Canh tranh nam 2018 da ducrc Quflc hoi khoa XIV thong qua thang vao 6/2018 chua co hieu luc, chua dugc hudng 
din chi tilt thi hanh 

26 Dilm d khoan 1 Dilu 27 Luat Canh Uanh nam 2018 
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tugng quyin SHTT la mdt ttong nhiing ylu 
td de xac dinh sire manh thi trudng. Bdi le, 
bi mat ve cdng nghe, sang chd la mdt trong 
nhiing ydu td quan ttgng dl giiip ehii sd hiiu 
cd dugc lgi the eanh ttanh trong qua trinh 
san xuat, va ciing se la ylu td quan ttgng 
giup chil thd cd dugc siic manh thi trudng, 
tham chi la ddc quyen trong liiih vue san 
xuat ma hg dang nam giu- bi quydt ky thuat 
edng nghe. 

Vdi each tidp can neu tren, ed thd thay, 
theo quy dinh ciia Luat Canh tranh 2018, 
ydu cau chuydn giao ngugc ttong hgp ddng 
chuydn giao quydn SHTT se bi xem la hanh 
vi lam dung vi tri thdng ITnh, vi tri ddc quyen 
ed duge tir viec sd hiru quydn SHTT va mac 
nhidn bi cam theo quy dinh eua Luat Canh 
ttanh. Trong khi dd, nhu da trinh bay d tten, 
ydu eau chuyen giao ngugc se la hgp ly nlu 
muc dich cua nd la nham dam bao quyen lgi 
hgp phap cua chu sd huu quyen SHTT hoac 
nham cai tien ky thuat va nang eao gia tri sir 
dung ciia phat minh, sang chd, thiic day hoat 
ddng sang tao. Ndi each khac, vdi trudng 
hgp nay thi didu khoan chuyen giao nguge 
phai dugc thira nhan va khuydn khich. 

Do vay, ttong mdi tuong quan vdi 
Luat SHTT, phap luat can phai thira nhan 
yeu eau chuydn giao ngugc neu didu do la 
can thidt de bao dam tinh ddng bd, bi mat 
eiia cdng nghd dugc chuydn giao, va nd chi 
bi ngan cam neu thda man dieu kien; 

(1) Ydu eau ehuydn giao dd phai dugc 
thuc hidn mac nhien, mien phi; 

(2) Hoac (va) yeu cau dd tae ddng 
hoac kha nang gay tac ddng ban ehl canh 
ttanh mdt each dang ke. 

Trong khi dd, Luat Canh tranh 2018 
mdi duge ban hanh, van ehua phat sinh 
hieu luc, cae van ban hudng dan thi hanh 
van chua dugc ban hanh. Cho ndn cac tieu 
chi la can cii de danh gia tinh han chd canh 
tranh cua cac thda thuan, hanh vi eiia eac cae 
ehii the ttong hoat ddng chuydn giao quydn 
SHTT ndi chung eiing nhu ydu cau chuydn 
giao ngugc ndi rieng trong trudng hgp neu 
ttdn ehua dugc quy dinh va lam rd. 

Chung tdi cho rang, dd dam bao hidu 
qua thuc thi cua Luat Canh tranh ttong mdi 
tuang quan, hda hgp vdi Luat SHTT thi cac 
van ban hudng dan trong thdi gian tdi, khi 
quy dinh ve cac tidu chi nham xac dinh tac 
ddng han chd eanh tranh ciia ydu eau ehuydn 
giao ngugc nen duge quy dinh tuong tu nhu 
each tidp can cua he thdng phap luat Hoa Ky 
va Chau Au, bao gdm: 

(1) Ydu cau chuyen giao tat ca cac cai 
tidn kd ca cai tidn dde lap vdi sang che ban 
dau; 

(2) Yen cau ehuyen giao nguge da 
ngan can bdn nhan chuydn giao quyen sir 
dung, hudng lgi tir cae cai tidn ciia minh 
(true tiep sir dung hoae ehuyen giao cho 
ngudi thii 3); 

(3) Ydu cau chuyen giao ngugc da 
ngan can ben chuyen giao quydn dang ky sd 
hiru cdng nghiep, quyen sd hiiu edng nghidp 
ddi vdi cae eai tidn dd; 

(4) Trong trudng hgp chuydn giao 
ngugc cd tra phi thi khdng cd su tuong xiing 
giiia phi chuydn giao gdc vdi phi chuyen 
giao phan eai tidn cung nhu phi chuydn giao 
sang ehd gdc kem vdi phan cai tidn ciia bdn 
chuydn giao cho bdn thii 3a 
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